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— The MAIUNG DATE of this communicalion appears on the cover sheet beneaXh the correspondlmce address-^ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^3 " MONTH(S) FROM THE MAIUNG DATE 
OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely ffled after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to tsecome ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by ttie Office later than three months after the mailing date of this cornmunication, even if timely, may reduce any earned patent 
terni adjustment See 37 CFR 1 .704(b). 
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1. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

2 . The following is a quotation of the appropriate 
paragraphs of 3 5 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless 

3. (b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of application for patent in the 
United States. 

4. Claims 1-3, 5-10, 12 and 13 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over EP 816459ACpIS disclosed in its U.S. 
equivalent translation to Junghans et al . , U.S. 6,284,378). The 
reference discloses, (note particularly the Abstract, column 4 
lines 50-67 in Junghans et al . which corresponds to page 4, lines 
20-28 of EP -459) The ref erence-discloges a genus of adhesive 
sheet strips for bonding to a substrate which are redetachable 
without residue or destruction by extensive stretching in the 
bond plane, the adhesive coated thereon being a pressure 
sensitive adhesive based upon styrene block copolymers which can 
be acid modified by grafted comonomers such as maleic anhydride 
(column 4 lines 60-62 of the U.S. equivalent translation) . As 
such the property that the adhesive strip would not discolor a 
substrate or an article to which it is bonded would be inherent. 
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while such remaining parameters as the specific elastomers (claim 
2), particular amount of elastomer (claims 3, 10), the presence 
of tackifiers (claim 5) and other elements such as grip tabs and 
methods of making and using the article are believed to be 
disclosed within the reference. 

5. The Examiner notes for the record that the previously 
relied upon prior art combination has been withdrawn due to 
applicant's claim amendment in the claim 1 preamble which 
required the adhesive article to not discolor the substrate, or 
the article to which it is bonded, motivation for which was 
lacking in either the admissions made by applicant in his 
specification, or the relied upon secondary reference Gergen et 
al. Additionally, a similar rationale exists with respect to 
references XP-002236224 and XP-002236223 each cited in the newly 
presented European Search Report since there is no motivation to 
combine with the admissions since neither the admissions nor 
either of these Abstracts mention the absence of discoloring the 
substrate or -sfefe© article. 

6. Claims 4 and 11 are each objected to as being dependent 
upon a rejected base claim. It is noted that although EP -459 
broadly teaches the presence of styrene block copolymers modified 
by the presence of grafted comonomers such as maleic anhydride, 
no range of proportions is set forth within the reference, and in 
view of the fact that the reference is silent as to the 
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discoloration parameter the Examiner believes that it would be 
hindsight to say that to discover the specific ranges of these 
two claims would simply be an optimization. 

7. Applicant's amendment necessitated the new grounds of 
rejection. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. 
§ 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). The practice of 
automatically extending the shortened statutory period an 
additional month upon the filing of a timely first response to a 
final rejection has been discontinued by the Office. See 1021 
TMOG 3 5 . 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE -MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 3 7 C.F.R. § 1.13 6(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

8. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Daniel 
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Zirker whose telephone number is (571) 272-1486. The examiner 
can normally be reached on Monday -Thursday from 8:30 A.M. to 6: 
P.M. The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Terrel Morris, can be 
reached on (571) 272-1478. The fax phone number for this Group 
is (703) 872-9306 . 

Any inquiry of a general nature or relating to the 
status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (571) 272-0994 



Dzirker.cdc BANIELZIRKER 
January 28, 2004 ""SS"^ 
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